
i 



% United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addret»: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexajidiia, Viigmia 22313-1430 
www.Qipto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



09/997,974 



11/30/2001 



Danicia Salvcmini 



MPI 8313.3 



5898 



26263 7590 07/15/2003 

SONNENSCHEIN NATH & ROSENTHAL 
P.O. BOX 061080 
WACKER DRIVE STATION 
CHICAGO, IL 60606-1080 



EXAMINER 



FONDA, KATHLEEN KAHLER 



ART UNIT 


PAPER NUMBER 


1623 




DATE MAILED: 07/15/2003 / / 



u 



Please find below and/or attached an Office commiinication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 





Application No. 

09/997,974 

Office Action Summary 



Examiner 

Kathleen Kahler Fonda, Ph.D. 



Applicant(s) 

SALVEMINI, DANIELA 



Art Unit 

1623 



" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 l\/IONTH(S) FROM 
THE IVIAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, fiowever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the applicafion to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 02 June 2003 . 
2a)iEi Tffls action Ts"FlN'AC 2tj)Q"Tliis actlorfis norvfinal'. " 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1-10 is/are rejected. 

7) 0 Claim(s) ; is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )D The proposed drawing correction filed on is: a)0 approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) [H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



2) EH Notice of Draftsperson's Patent Dravifing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152) 

3) □ Infonnation Disclosure Statement(s)(PTO-1 449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademarl< Office 
PTO-326 (Rev. 04-01) 
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Application/Control Number: 09/997,974 Page 
Art Unit: 1623 

The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

The Examiner again asserts that Applicant is not entitled 
to the claimed benefit to application number 09/634,152, now 
UTST Patent 6,3 95,7237 ^because nD976'3'~4 ,"r5'2~aoes not" proviHF 
support for the invention now claimed. Applicant's arguments 
filed 06-02-03 have been fully considered but they are not 
persuasive. Applicant correctly states the formal requirements 
for claiming benefit of a prior application; The Examiner does 
not dispute that Applicant has complied with the formal, 
requirements. However, the claimed benefit cannot be accorded 
because there is no support for the presently claimed invention 
in application number 09/634,152, now U.S. Patent 6,395,725. 
See MPEP 2133.01 and case law cited therein. 

Claims 1, 4, and 8 are again objected to, as set forth in 
the Office action of 12-06-02, because of the following 
informalities: None of these claims ends with a period. 
Appropriate correction is required. Applicant's response of 
06-02-03 did not address this objection. 
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Applicant is again advised, as set forth in the Office 
action of 12-06-02, that should claim 8 be found allowable, 
claims 9 and 10 will be objected to under 37 CFR 1.75 as being a 
substantial duplicate thereof. When claims in an application 
are duplicates or else are so close in content that they both 
cover the same th^TTg, desptte "a: s~ligh:t dTrfefenc"e~ Th woTding, Tt 
is proper after allowing one claim to object to the other as 
being a substantial duplicate of the allowed claim. See MPEP 
§ 706. 03 (k). Claims 9 and . 10 merely recite an intended use for 
the composition of claim 8, and thus are not further limiting. 
Applicant's response of 06-02-03 did not address this advisory. 

Claims 1, 2, 4-6, and 8-10 are again rejected, as set forth 
in the Office action of 12-06-02, under 35 U.S.C. 102(b) as 
being anticipated by SALVEMINI at al . (45) . 

Applicant's arguments filed 06-02-03 have been fully 
considered but they are not persuasive. Applicant's response of 
06-02-03 did not address this rejection, other than to assert 
that SALVEMINI et al . (45) was not prior art. This argument has 
been addressed above. 
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Claims 1-7 are again rejected, as set forth in the Office 
action of 12-06-02, under 35 U.S.C. 103(a) as being unpatentable 
over SALVEMINI et al . (45) . 

Applicant's arguments filed 06-02-03 have been fully 
considered but they are not persuasive. Applicant's response of 
06-02-03 dili^not adciress" thTs rej'ec'ti'onr, other T^hafi~to "assert 
that SALVEMINI et al . (45) was not prior art. This argument has 
been addressed above. 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR i.l36(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event. 



Application/Control Number: 09/997,974 Page 5 

Art Unit: 1623 

however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Papers relating to this application may be submitted to 
Technology Center 160 0 by facsimile transmission. The number of 
- -the-^f ax— machlTie rf or- of-f±cl3.i. ^papex in 'xe'chnoTOrgy^Cente^r r6"00 is 
(703) 308-4556. Any document submitted by facsimile 
transmission will be considered an official communication unless 
the cover sheet clearly indicates that it is an informal 
communication. 

INTERNET INFORMATION: Secure and confidential access to 
patent application status information is now available; see 
http://www.uspto.gov/ebc/index.html for more information. Also, 
http : //www. uspto . gov/web/of f ices/ac/comp/f in/ clonedef ault . htm 
may be used to pay patent maintenance fees, pay non-filing 
application fees, and maintain USPTO deposit accounts. 

Any inquiry concerning this communication or earlier 
communications from the Examiner should be directed to Kathleen 
Kahler Fonda, at telephone number (703) 308-1620. Examiner 
Fonda can generally be reached Monday through Friday from 7:30 
a.m. until 4:00 p.m. If the Examiner cannot be reached, 
questions may be addressed to Supervisory Patent Examiner 
James 0. Wilson at (703) 308-4624. Any inquiry of a general 
nature or relating to the status of this application should be 
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directed to the Technology Center 1600 receptionist whose 
telephone number is (703) 308-1235. 



Kathleen Kahler Fonda, Ph.D., J.D. 
Primary Examiner 
Art Unit 1623 



